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dependentdependent –– independentindependent claimsclaims

1.1. all all essentialessential featuresfeatures in in 
independentindependent claimsclaims withwith at at leastleast
1 1 noveltynovelty conferringconferring featurefeature

2.2. fallfall backback positionspositions in in dependentdependent
claimsclaims

3.3. group group claimsclaims togethertogether
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typestypes of of claimsclaims

Form all Form all thethe possiblepossible independentindependent claimsclaims, , trytry
all all thethe possiblepossible categoriescategories::

productproduct
apparatusapparatus
processprocess
useuse

ClaimClaim thethe solutionsolution notnot thethe problem or problem or aimaim!!

44

InventiveInventive stepstep

problem problem –– solutionsolution –– approachapproach
1.1. DetermineDetermine thethe ““closestclosest prior art”prior art”
2.2. EstablishEstablish thethe ““objectiveobjective technicaltechnical

problem”problem” to to bebe solvedsolved, and, and
3.3. considerconsider whetherwhether or or notnot thethe claimedclaimed

inventioninvention, , wouldwould havehave beenbeen obviousobvious
to to thethe skilledskilled personperson

whatwhat is is thethe technicaltechnical effecteffect? (? (makemake
sure sure youyou havehave one one -- otherwiseotherwise: : 
alternative!)alternative!)
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RememberRemember

GenericGeneric –– SpecificSpecific
twotwo partpart claimclaim : “: “characterizedcharacterized in in thatthat””
1st and 2nd 1st and 2nd medicalmedical useuse
2nd 2nd nonnon medicalmedical useuse
scopescope of of processprocess claimsclaims
productproduct--byby--processprocess
““productproduct forfor….”….”
use use claimclaim = = processprocess claimclaim
sufficientsufficient disclosuredisclosure
clarityclarity
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Novelty Novelty -- an examplean example

The Prior Art – what was known

The Invention

Novelty - Yes

Inventive Step –

????
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How would we claim our “Pencil How would we claim our “Pencil 
Invention”Invention”

1.1. An elongated writing implement comprising at An elongated writing implement comprising at 
one end of the implement a first component one end of the implement a first component 
capable of marking a surface and at a distally capable of marking a surface and at a distally 
remote point on the implement a second remote point on the implement a second 
component capable of removing any marking component capable of removing any marking 
made by the first component. made by the first component. 

2.2. A writing implement as claimed in claim 1 A writing implement as claimed in claim 1 
wherein the first component is a graphite tip.wherein the first component is a graphite tip.

3.3. A writing implement as claimed in claim 1 or A writing implement as claimed in claim 1 or 
2, wherein the second component is an 2, wherein the second component is an 
eraser.eraser.

88

IIs claim 1 of “Pencil Invention” s claim 1 of “Pencil Invention” 
novel?novel?
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own patent vs. own patent vs. laterlater patentspatents

AlwaysAlways claimclaim preferredpreferred aspectsaspects
otherwiseotherwise someonesomeone elseelse willwill!!

own patent
later patents
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CaseCase studiesstudies and and practicalpractical exercisesexercises

1.1. CaseCase studystudy : : PharmaPharma
2.2. CaseCase studystudy : : ChemistryChemistry
3.3. CaseCase studystudy : : BiotechBiotech
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exampleexample 1 1 -- PharmaPharma

YourYour clientclient informsinforms youyou thatthat he he hashas foundfound thatthat
compoundcompound X X whichwhich is is knownknown to to bebe an an effectiveeffective
insectizideinsectizide showsshows an an excellentexcellent activityactivity as a as a detergentdetergent. . 
FurtherFurther, , whenwhen heatedheated to a temperature of to a temperature of aboutabout 200 200 
ººC C forfor aboutabout 15 min and 15 min and subsequentlysubsequently cooledcooled to to 
roomtemperatureroomtemperature, , itit cancan bebe usedused againstagainst skinskin burnsburns. . 
CompoundCompound X X withoutwithout thisthis heatingheating processprocess hashas no no 
suchsuch activityactivity. . YourYour clientclient hashas triedtried to to analyseanalyse thethe
chemicalchemical structurestructure of of compoundcompound X X afterafter thisthis heatingheating
processprocess, , howeverhowever, he is , he is notnot ableable to to determinedetermine thethe
structuralstructural differencedifference..

WriteWrite all all possiblepossible claimsclaims!!
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PossiblePossible claimsclaims –– exampleexample 11

1.1. UseUse of of compoundcompound X as a X as a detergentdetergent..
2.2. DetergentDetergent, , characterizedcharacterized in in thatthat itit comprisescomprises

compoundcompound X.X.
3.3. CompoundCompound X1, X1, obtainableobtainable byby heatingheating compoundcompound X X 

to a temperature of 150 to 250to a temperature of 150 to 250ººC, C, preferablypreferably, , 190 190 
to 210to 210ººC, C, forfor 10 to 20 min, 10 to 20 min, preferablypreferably 15 min, and 15 min, and 
subsequentlysubsequently coolingcooling itit to to roomtemperatureroomtemperature..

4.4. CompoundCompound X1 X1 accordingaccording to to claimclaim 3 3 forfor use as a use as a 
medicine.medicine.

5.5. CompoundCompound X1 X1 accordingaccording to to claimclaim 3 3 forfor use as a use as a 
medicine to medicine to treattreat skinskin burnsburns..

6.6. PharmaceuticalPharmaceutical formulationformulation comprisingcomprising compoundcompound
X1 X1 accordingaccording to to claimclaim 3.3.

7.7. TheThe formulationformulation accordingaccording to to claimclaim 5, 5, characterizedcharacterized
in in thatthat itit is a is a topicaltopical formulationformulation, , preferablypreferably a a 
creamcream, , lotionlotion, , butterbutter, , solutionsolution and/or and/or powderpowder..
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DiscussDiscuss casescases –– exampleexample 11

1.1. AccordingAccording to to thethe searchsearch reportreport of of thethe EPO, EPO, 
compoundcompound X1 is X1 is knownknown as an as an insectizideinsectizide..

2.2. AccordingAccording to to thethe searchsearch reportreport of of thethe EPO, EPO, 
compoundcompound X1 is X1 is knownknown as as thethe activeactive ingredientingredient in in 
creamscreams againstagainst acneacne..

3.3. AfterAfter filingfiling thethe applicationapplication youryour clientclient informsinforms youyou
thatthat he he hashas foundfound thatthat alsoalso X X cancan bebe usedused againstagainst
skinskin burnsburns..

4.4. AfterAfter filingfiling thethe applicationapplication youryour clientclient informsinforms youyou
thatthat he he hashas foundfound thatthat X1 X1 cancan bebe usedused as as 
insectizideinsectizide

5.5. AfterAfter filingfiling thethe applicationapplication youryour clientclient informsinforms youyou
thatthat he he hashas foundfound thatthat X1 X1 cancan bebe usedused as medicine as medicine 
againstagainst acneacne

1414

AnswersAnswers to to casescases –– exampleexample 11

1.1. No No productproduct claimclaim forfor X1 X1 possiblepossible, but 1st , but 1st 
medicalmedical use use claimclaim

2.2. No No productproduct and no 1st and no 1st medicalmedical use, use, onlyonly
2nd 2nd medicalmedical use use claimclaim forfor X1 X1 possiblepossible

3.3. File new File new applicationapplication withwith 1st 1st medicalmedical use use 
claimclaim forfor XX

4.4. File new File new applicationapplication withwith 2nd 2nd nonnon--medicalmedical
use use claimclaim forfor X1X1

5.5. File new File new applicationapplication withwith 2nd 2nd medicalmedical use use 
claimclaim forfor X1X1
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exampleexample 2 2 -- ChemistryChemistry

YourYour clientclient informsinforms youyou thatthat he he hashas foundfound new new 
processesprocesses a to c a to c forfor producingproducing compoundcompound X. X. 
FurtherFurther, he , he hashas foundfound thatthat thesethese processesprocesses
leadlead to new to new crystalcrystal formsforms of of compoundcompound X, X, 
namelynamely A to C. He A to C. He analysedanalysed thesethese formsforms and and 
form A is form A is particularlyparticularly stablestable and form B is and form B is veryvery
solublesoluble whichwhich are are bothboth advantageousadvantageous
characteristicscharacteristics. . HoweverHowever, he , he didndidn’t ’t findfind anyany
advantageadvantage forfor form C. form C. AdditionallyAdditionally, he , he 
obtainedobtained a form D but a form D but doesdoes notnot knowknow how he how he 
producedproduced itit. He . He characterizedcharacterized all all formsforms witwit dd--
valuesvalues, IR , IR spectraspectra and and TmTm..

WriteWrite all all possiblepossible claimsclaims!!
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exampleexample 2 2 –– possiblepossible claimsclaims

1.1. Form A of Form A of compoundcompound X X characterizedcharacterized in in thatthat
itit hashas thethe dd--valuesvalues……, an IR ……, an IR spectraspectra…. …. 
and/or a and/or a TmTm of……..of……..

2.2. Form B of Form B of compoundcompound X X characterizedcharacterized in in thatthat
itit hashas thethe dd--valuesvalues……, an IR ……, an IR spectraspectra…. …. 
and/or a and/or a TmTm of……..of……..

3.3. A A processprocess forfor producingproducing form A form A accordingaccording to to 
claimclaim 1, 1, characterizedcharacterized in in thatthat….….

4.4. A A processprocess forfor producingproducing form B form B accordingaccording to to 
claimclaim 2, 2, characterizedcharacterized in in thatthat….….
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exampleexample 2 2 –– discussdiscuss casescases

1.1. TheThe searchsearch reportreport of of thethe EPO EPO citescites a a 
documentdocument whichwhich disclosesdiscloses a a crystalcrystal form of form of 
compoundcompound X X whichwhich is is characterizedcharacterized byby NMR.NMR.

2.2. A A competitorcompetitor hashas filedfiled a a laterlater applicationapplication
claimingclaiming a new use Z a new use Z forfor crystalcrystal form A. form A. 
WhatWhat is is thethe situationsituation??

3.3. AnAn earlierearlier grantedgranted patent patent existsexists claimingclaiming
compoundcompound X as X as suchsuch. . CanCan youryour clientclient use his use his 
formsforms??

4.4. YourYour clientclient foundfound a prior art a prior art whichwhich disclosesdiscloses
processprocess d d forfor producingproducing form D. form D. CanCan he he nownow
claimclaim D in his D in his applicationapplication ((knowingknowing thethe
processprocess)?)?

1818

exampleexample 2 2 –– answersanswers to to casescases

1.1. ““A new A new parameterparameter doesndoesn’t ’t makemake an an knownknown
objectobject new” new” –– bebe preparedprepared to prove to prove thatthat thethe
claimedclaimed formsforms are new are new overover thethe knownknown one one 
((definedefine NMR of NMR of claimedclaimed formsforms))

2.2. Form A is Form A is claimedclaimed as as productproduct claimclaim: use : use fallsfalls
underunder scopescope of of protectionprotection. But . But youryour clientclient
cannotcannot use form A as use form A as claimedclaimed byby his his 
competitorcompetitor –– crosscross licence?licence?

3.3. No, his No, his formsforms fallfall underunder thethe scopescope of of 
protectionprotection of of thethe earlierearlier patent.patent.

4.4. No, a prior art No, a prior art disclosingdisclosing a a processprocess forfor
producingproducing form D is form D is noveltynovelty destroyingdestroying forfor
form D (form D (eveneven ifif form D is form D is notnot describeddescribed).).
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BiotechBiotech
shortshort introductionintroduction

R. 23(b) : R. 23(b) : definitionsdefinitions
R. 23(c)  : R. 23(c)  : patentablepatentable biotechnologicalbiotechnological
inventionsinventions
R. 23(d) : R. 23(d) : exceptionsexceptions to to patentabilitypatentability
R. 23(e) EPC: R. 23(e) EPC: thethe human human bodybody and and itsits
elementselements

2020

R. 23(c): R. 23(c): patentablepatentable biotechnologicalbiotechnological
inventionsinventions

BiotechnologicalBiotechnological inventionsinventions shallshall alsoalso bebe
patentablepatentable ifif theythey concernconcern

biologicalbiological materialmaterial whichwhich is is isolatedisolated fromfrom itsits
naturalnatural environmentenvironment or or producedproduced byby meansmeans of a of a 
technicaltechnical processprocess eveneven ifif itit previouslypreviously occuredoccured in in 
naturenature
plantsplants or or animalsanimals ifif thethe technicaltechnical feasabilityfeasability of of thethe
inventioninvention is is notnot confinedconfined to a to a particularparticular plantplant or or 
animalanimal varietyvariety
a a microbiologicalmicrobiological or or otherother technicaltechnical processprocess or a or a 
productproduct obtainedobtained byby meansmeans of of suchsuch a a processprocess
otherother thanthan a a plantplant or or animalanimal varietyvariety
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ExampleExample 3 3 –– BiotechBiotech

A A clientclient hashas foundfound a DNA a DNA sequencesequence whichwhich
leadsleads to a mutant protein to a mutant protein withwith
increasedincreased bindingbinding affinityaffinity to a to a specificspecific
receptor receptor comparedcompared to to thethe naturalnatural
protein. protein. ThisThis bindingbinding to to thethe receptor of receptor of 
thethe mutant protein mutant protein leadsleads to to increasedincreased
insulininsulin productionproduction and and cancan thereforetherefore bebe
usedused as a medicine as a medicine againstagainst diabetisdiabetis..

writewrite all all possiblepossible claimsclaims!!
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ExampleExample 3 3 –– possiblepossible claimsclaims II

1.1. AnAn isolatedisolated DNA DNA moleculemolecule, , characterizedcharacterized in in thatthat itit
comprisescomprises

thethe sequencesequence SEQ ID No 1;SEQ ID No 1;
a a sequencesequence whichwhich is at is at leastleast 80%, 80%, preferablypreferably at at 
leastleast 90%, 90%, stillstill preferredpreferred at at leastleast 95% 95% identicalidentical
to to thethe sequencesequence SEQ ID No 1;SEQ ID No 1;
a a sequencesequence whichwhich hybridizeshybridizes underunder stringentstringent
conditionsconditions ((definedefine in in descriptiondescription!) to !) to thethe
sequencesequence SEQ ID No 1; orSEQ ID No 1; or
a a sequencesequence whichwhich is is complementarycomplementary to to thethe
sequencesequence SEQ ID No 1.SEQ ID No 1.

2.2. AnAn isolatedisolated polypeptidepolypeptide, , characterizedcharacterized in in thatthat itit is is 
codedcoded byby thethe DNA DNA sequencesequence accordingaccording to to claimclaim 1.1.
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ExampleExample 3 3 –– possiblepossible claimsclaims IIII

3.3. AnAn isolatedisolated polypeptidepolypeptide comprisingcomprising thethe sequencesequence
SEQ ID No. 2.SEQ ID No. 2.

4.4. ExpressionExpression vectorvector, , characterizedcharacterized in in thatthat itit comprisescomprises
a DNA a DNA moleculemolecule accordingaccording to to claimclaim 1.1.

5.5. A A hosthost cellcell, , characterizedcharacterized in in thatthat itit comprisescomprises an an 
expressionexpression vectorvector accordingaccording to to claimclaim 4.4.

6.6. A A methodmethod forfor producingproducing a a polypeptidepolypeptide accordingaccording to to 
claimclaim 2 or 3, 2 or 3, characterizedcharacterized in in thatthat an an expressionexpression
vectorvector accordingaccording to to claimclaim 4 is 4 is insertedinserted into a into a hosthost
cellcell whichwhich is is thenthen cultivatedcultivated so as to express so as to express saidsaid
polypeptidepolypeptide afterafter whichwhich saidsaid polypeptidepolypeptide is is isolatedisolated..

2424

ExampleExample 3 3 –– possiblepossible claimsclaims IIIIII

7.7. A A polypeptidepolypeptide accordingaccording to to claimclaim 2 or 3 2 or 3 forfor use as a use as a 
medicine. medicine. 

8.8. A A pharmaceuticalpharmaceutical formulationformulation comprisingcomprising a a 
polypeptidepolypeptide accordingaccording to to claimclaim 2 or 3 and at 2 or 3 and at leastleast
one one pharmaceuticallypharmaceutically acceptableacceptable excipient.excipient.

9.9. UseUse of a DNA of a DNA moleculemolecule accordingaccording to to claimclaim 1 or a 1 or a 
polypeptidepolypeptide accordingaccording to to claimclaim 2 or 3 2 or 3 forfor thethe
productionproduction of a of a medicamentmedicament forfor thethe treatmenttreatment of of 
diabetisdiabetis..
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BE CREATIVE!BE CREATIVE!


